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DETAILED ACTION 

1 . In view of the Board of Patent Appeals and Interferences Decision filed on March 
8, 2007, PROSECUTION IS HEREBY REOPENED. A new grounds of rejection is set 
forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the Increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Claim Rejections - 35 USC § 102 

3. Claims 2-5 and 11-15 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Shiozaki et al. (US 4,336,307). The rejection has been affirmed by the 
Board of Patent Appeals and Interferences according to a decision filed on March 8, 
2007. 

Claim Rejections • 35 USC § 102/103 

4. Claims 6 - 1 0, 1 6 - 38 and 72 - 80 are rejected under 35 U.S.C. 1 02(b) as 
anticipated by or, In the alternative, under 35 U.S.C. 103(a) as obvious over Shiozaki et 
al. (US 4,336,307) as evidenced by Applicant's own admission. 

As to claim 7, Shiozaki teaches hollow water absorbing polyester filaments 
(Abstract). Shiozaki does not elaborate on the length of the fibers but simply states that 
the hollow polyester filament may be in the form of staple fibers (column 6, lines 50 - 
60). As discussed in Applicant's Specification, staple fiber length is typically one-quarter 
Inch to two Inches (page 5, [0025]). The Examiner submits that the staple fibers of 
Shiozaki have a length ranging from one-quarter inch to two inches. 

As to claims 8-10, Shiozaki teaches hollow water absorbing polyester filaments 
(Abstract) that can be used In nonwoven fabrics (column 6, lines 50 - 60). 

As to claim 16, Shiozaki teaches hollow water absorbing polyester filaments 
(Abstract). 

As to claim 17, Shiozaki teaches that the polyester filament is preferably 
polyethylene terephthalate (column 3, lines 35 - 40). It should be noted that the 
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transitional phrase "consisting essentially of limits the scope of a claim to the specified 
materials or steps "and those that do not materially affect the basic and novel 
characteristic(s)" of the claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 
461 , 463 (CCPA 1976). The burden is upon the Applicant to show that the additional 
components do affect the basic and novel characteristics of the invention. For the 
purposes of searching for and applying prior art under 35 U.S.C. 102 and 103, absent a 
clear indication in the specification or claims of what the basic and novel characteristics 
actually are. "consisting essentially of will be construed as equivalent to "comprising." 
See MPEP 2111.03. 

As to claim 18, Shiozaki teaches hollow water absorbing polyester filaments 
(Abstract). 

As to claim 19, Shiozaki teaches that the polyester filament may have a round 
cross-sectional profile and the hollow may be round (column 5, lines 35 - 45). 

As to claim 20, Shiozaki teaches that the hollow polyester filament may be in the 
form of staple fibers (column 6, lines 50 - 60). 

As to claim 21 , Shiozaki teaches that the hollow polyester filament may be in the 
form of staple fibers and can be used in nonwoven fabrics (column 6, lines 50 - 60). 

As to claim 22, Shiozaki teaches that the hollow polyester filament can be used 
in nonwoven fabrics (column 6, lines 50 - 60). Shiozaki teaches that the filaments have 
a number of fine pores through which the hollow is connected to the outside of the 
filament and each exhibiting excellent water and moisture absorbing property (column 1 , 
lines 10 -15). 
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As to claim 23, Shiozaki teaches that the filament can have an irregular shape 
(column 5, lines 30 - 40); the Examiner equates this to an asymmetrical cross section. 

As to claim 24, Shiozaki teaches that the polyester filament may have a round 
cross-sectional profile and the hollow may be round (column 5, lines 35 - 45). Shiozaki 
notes that the fiber can have two or more hollows (column 5, lines 20 - 40); it should be 
noted that if the fiber has two or more hollows, at least one of the hollows would be not 
coaxial with the fiber. 

As to claim 25, Shiozaki teaches that the hollow polyester filament may be in the 
form of staple fibers (column 6, lines 50 - 60). 

As to claim 26, Shiozaki teaches that the hollow polyester filament may be in the 
form of staple fibers and can be used in nonwoven fabrics (column 6, lines 50 - 60). 

As to claim 27, Shiozaki teaches that teaches hollow water absorbing polyester 
filaments (Abstract) may be in the form of staple fibers and can be used in nonwoven 
fabrics (column 6, lines 50 - 60). 

As to claim 28, Shiozaki teaches hollow water absorbing polyester filaments 
(Abstract). Shiozaki teaches that the polyester filament is preferably polyethylene 
terephthalate (column 3, lines 35 - 40). Please note comments above concerning 
"consisting essentially" of language. 

As to claim 29, Shiozaki teaches hollow water absorbing polyester filaments 
(Abstract). Shiozaki teaches that the filament can have an irregular shape (column 5, 
lines 30 - 40); the Examiner equates this to asymetrical. Shiozaki teaches that the 
filaments have a number of fine pores through which the hollow is connected to the 
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outside of the filament and each exhibiting excellent water and moisture absorbing 
property (column 1 , lines 10-15). It is the position of the Examiner that the pores and 
the hollow portion of the filament are "sufficient openings" to fill with liquid, in this case, 
water. 

As to claim 30, Shiozaki teaches hollow water absorbing polyester filaments 
(Abstract). Shiozaki teaches that the filaments have a number of fine pores through 
which the hollow is connected to the outside of the filament and each exhibiting 
excellent water and moisture absorbing property (column 1, lines 10-15). It is the 
position of the Examiner that the pores and the hollow portion of the filament are 
"sufficient openings" to fill with liquid, in this case, water. Shiozaki teaches that the 
filament can have an Irregular shape (column 5, lines 30 - 40); the Examiner equates 
this to asymetrical. 

As to claim 31, Shiozaki teaches that the polyester filament is preferably 
polyethylene terephthalate (column 3, lines 35 - 40). Please note comments above 
concerning "consisting essentially" of language. 

As to claim 32, Shiozaki teaches that the polyester filament may have a round 
cross-sectional profile and the hollow may be round (column 5, lines 35 - 45). Shiozaki 
notes that the fiber can have two or more hollows (column 5, lines 20 - 40); It should be 
noted that if the fiber has two or more hollows, at least one of the hollows would be not 
coaxial with the fiber. 

As to claim 33, Shiozaki teaches that the hollow polyester filament may be in the 
form of staple fibers (column 6, lines 50 - 60). 
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As to claim 34, Shiozaki does not elaborate on the length of the fibers but simply 
states that the hollow polyester filament may be in the fomi of staple fibers (column 6, 
lines 50 - 60). As discussed in Applicant's Specification, staple fiber length is typically 

> 

one-quarter inch to two inches (page 5, [0025]). The Examiner submits that the staple 
fibers of Shiozaki have a length ranging from one-quarter inch to two inches. 

As to claims 35 - 36, Shiozaki teaches hollow water absorbing polyester 
filaments (Abstract) that can be used in nonwoven fabrics (column 6, lines 50 - 60). 

As to claims 37 - 38, Shiozaki teaches hollow water absorbing polyester 
filaments (Abstract). Shiozaki teaches that the polyester filament is preferably 
polyethylene terephthalate (column 3. lines 35 - 40). Please note comments above 
concerning "consisting essentially" of language. Shiozaki teaches that the hollow 
polyester filament may be in the form of staple fibers (column 6, lines 50 - 60). Shiozaki 
teaches that the filaments have a number of fine pores through which the hollow is 
connected to the outside of the filament and each exhibiting excellent water and 
moisture absorbing property (column 1, lines 10-15). It is the position of the Examiner 
that the pores and the hollow portion of the filament are "sufficient openings" to fill with 
liquid, in this case, water. Shiozaki teaches that the polyester filament may have a 
round cross-sectional profile and the hollow may be round (column 5, lines 35 - 45). 
Shiozaki notes that the fiber can have two or more hollows (column 5, lines 20 - 40); it 
should be noted that if the fiber has two or more hollows, at least one of the hollows 
would be not coaxial with the fiber. 
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As to claims 72 - 73 and 76 - 77, Shiozaki teaches hollow water absorbing 
polyester filaments (Abstract). Shiozaki teaches that the filaments have a number of fine 
pores through which the hollow is connected to the outside of the filament and each 
exhibiting excellent water and moisture absorbing property (column 1, lines 10-15). It 
is the position of the Examiner that the pores and the hollow portion of the filament are 
"sufficient openings" to fill with liquid, in this case, water. Shiozaki does not elaborate on 
the length of the fibers but simply states that the hollow polyester filament may be in the 
form of staple fibers (column 6, lines 50 - 60). As discussed in Applicant's Specification, 
staple fiber length is typically one-quarter inch to two inches (page 5, [0025]). The 
Examiner submits that the staple fibers of Shiozaki have a length ranging from one- 
quarter inch to two inches. The Examiner equates the length of one-quarter inch to 
Applicant's "minimum length" and the two inches to Applicant's "maximum length". 

As to claims 74 - 75, Shiozaki teaches that the polyester filament is preferably 
polyethylene terephthalate (column 3, lines 35 - 40). 

As to claims 78 - 80, Shiozaki teaches that the fibers have a denier of 10 or less 
(column 6, lines 50 - 60). 

Shiozaki teaches the claimed invention above but fails to teach that the fibers 
have a length sufficient to support a meniscus of water at each end thereof as required 
by claims 6 and 72, the moisture absorptive capability is between 10 - 30% by volume 
as required by claim 16 and 28 and that the minimum length supports a meniscus of 
water and the maximum length is where the filament will fill entirely with a liquid. It is 
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reasonable to presume that the ability to support a meniscus of water at each end 
thereof, lengths to support a meniscus of water or to fill the filament entirely with a liquid 
and moisture absorptive capability is inherent to Shiozaki. Support for said presumption 
is found in the use of like materials (I.e. a hollow absorbent polyester staple fiber having 
a length ranging from one-quarter to 2 inches) which would result in the claimed 
properties. The burden is upon the Applicant to prove othenwise. In re Fitzgerald 205 
USPQ 594. In addition, the presently claimed properties would obviously have been 
present once the Shiozaki product is provided. Note In re Best, 195 USPQ at 433, 
footnote 4 (CCPA 1977). 
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Any inquiry concerning this communication or earlier communications from the 



7783. The examiner can normally be reached on Monday - Friday 8 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 571 - 272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov.. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



examiner should be directed to Jennifer A. Chriss whose telephone number is 571-272- 



Jennifer Chriss 
May 29, 2007 






TERREL MORRIS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 



